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Reg. No. 5,033,543 

Registered Aug. 30, 2016 

Int. Cl.: 41

Service Mark

Supplemental Register 

Acme Radio, LLC (TENNESSEE LIMITED LIABILITY COMPANY)
641 Fogg Street
Nashville, TN 37203

CLASS 41: Entertainment services, namely, providing an ongoing radio program in the field
of music

FIRST USE 8-5-2014; IN COMMERCE 8-5-2014

THE MARK CONSISTS OF STANDARD CHARACTERS WITHOUT CLAIM TO ANY
PARTICULAR FONT STYLE, SIZE OR COLOR

SER. NO. 86-951,996, FILED P.R. 03-24-2016; AM. S.R. 07-11-2016
ALISON FRIEDB POLLACK, EXAMINING ATTORNEY



REQUIREMENTS TO MAINTAIN YOUR FEDERAL TRADEMARK REGISTRATION

WARNING: YOUR REGISTRATION WILL BE CANCELLED IF YOU DO NOT FILE THE

DOCUMENTS BELOW DURING THE SPECIFIED TIME PERIODS.

Requirements in the First Ten  Years*

What and When to File:

First Filing Deadline:  You must file a Declaration of Use (or Excusable Nonuse) between the 5th and 6th

years after the registration date.  See 15 U.S.C. §§1058, 1141k.  If the declaration is accepted, the

registration will continue in force for the remainder of the ten-year period, calculated from the registration

date, unless cancelled by an order of the Commissioner for Trademarks or a federal court.

Second Filing Deadline:  You must file a Declaration of Use (or Excusable Nonuse) and an Application

for Renewal between the 9th and 10th years after the registration date.* See 15 U.S.C. §1059.

Requirements in Successive Ten-Year Periods*

What and When to File:

You must file a Declaration of Use (or Excusable Nonuse)  and  an  Application for Renewal
between every 9th and 10th-year period, calculated from the registration date.*

Grace Period Filings*

The above documents will be accepted as timely if filed within six months after the deadlines listed above with
the payment of an additional fee.

*ATTENTION MADRID PROTOCOL REGISTRANTS:  The holder of an international registration with an
extension of protection to the United States under the Madrid Protocol must timely file the Declarations of Use
(or Excusable Nonuse) referenced above directly with the United States Patent and Trademark Office (USPTO).
The time periods for filing are based on the U.S. registration date (not the international registration date).  The
deadlines and grace periods for the Declarations of Use (or Excusable Nonuse) are identical to those for
nationally issued registrations.  See 15 U.S.C. §§1058, 1141k.  However, owners of international registrations
do not file renewal applications at the USPTO. Instead, the holder must file a renewal of the underlying
international registration at the International Bureau of the  World Intellectual Property Organization, under
Article 7 of the Madrid Protocol, before the expiration of each ten-year term of protection, calculated from the
date of the international registration.  See 15 U.S.C. §1141j.  For more information and renewal forms for the
international registration, see http://www.wipo.int/madrid/en/.

NOTE:  Fees and requirements for maintaining registrations are subject to change.  Please check the

USPTO website for further information.  With the exception of renewal applications for registered

extensions of protection, you can file the registration maintenance documents referenced above online at h
ttp://www.uspto.gov.

NOTE:  A courtesy e-mail reminder of USPTO maintenance filing deadlines will be sent to trademark

owners/holders who authorize e-mail communication and maintain a current e-mail address with the

USPTO. To ensure that e-mail is authorized and your address is current, please use the Trademark

Electronic  Application System (TEAS) Correspondence  Address and Change of Owner  Address Forms

available at http://www.uspto.gov.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In the Matter of: 
Application No. 86/175,985 for the mark :  
VINYL FOR A CAUSE & Design in Class 41  
 
HRHH IP, LLC     
        
   Opposer,    Opposition No. 91229467 
  v.      Serial No. 86715985 
 

 
VICE VERSA RECORDS, LLC    
        
   Applicant.    
 
 

APPLICANT’S ANSWER TO NOTICE OF OPPOSITION  
AND AFFIRMATIVE DEFENSES 

 

Applicant, Vice Versa Records, LLC (“Applicant”), by and through its undersigned 

counsel, for its Answer and Affirmative Defenses to the Notice of Opposition filed by HRHH IP, 

LLC and HRHH Hotel/Casino, LLC (“Opposer”), pleads and avers as follows: 

 1. Applicant is without knowledge to admit or deny the allegations contained in 

paragraph 1, and on that basis denies the same.   

 2. Applicant admits Opposer has obtained the federal registrations listed in 

paragraph 2 and admits the remaining allegations in paragraph 2.   

 3. Applicant is without knowledge to admit or deny the allegations contained in 

paragraph 3, and on that basis denies the same.   

 4.  Applicant admits the allegations contained in paragraph 4.    

 5. Applicant admits the allegations contained in paragraph 5.  

 6. Applicant denies the allegations contained in paragraph 6.   

 7. Applicant denies the allegations contained in paragraph 7. 

http://tsdr.uspto.gov/#caseNumber=86715985&caseType=SERIAL_NO&searchType=statusSearch
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 8. Applicant denies the allegations contained in paragraph 8. 

 9. Applicant denies the allegations contained in paragraphs 1 to 8.  

10. Applicant denies the allegations contained in paragraph 10 

11.  Applicant denies the allegations contained in paragraph 11 

12.  Applicant denies the allegations contained in paragraph 12 

13.  Applicant denies that Opposer will be damaged, let alone irreparably damaged, by 

the registration of U.S. Serial No. 86715985 

AFFIRMATIVE DEFENSES 

 1. The Notice of Opposition and each purported claim asserted therein is barred, in 

whole or in part, by the doctrines of estoppel, waiver and/or acquiescence.  Specifically, Opposer 

relied on and conceded to the commercial coexistence of VINYL-based marks in Class 41, as 

well as the sophistication of consumers who purchase the related services.  See Exhibit B. 

 2. Applicant affirmatively alleges that there is no likelihood of confusion as to the 

source, sponsorship, or approval of its mark because, inter alia, consumers are sufficiently able to 

distinguish between the hundreds of federally registered “VINYL” marks owned by independent 

third parties, including VINYL PRESERVATION SOCIETY (Reg. No. 3856400), VINYL 

FRONTIER (Reg. No. 3770838), VINYL LIFE (Reg. No. 3622410), VINYL ME, PLEASE 

(Reg. No. 4469615), VINYL TEMPEST (Reg. No. 4569869), VINYL + VINO (Reg. No. 

4945608) and VINYL LUNCH (Reg. No. 5033543), VINYL PINUPS (Reg. No. 4158351), 

VINYL CAFÉ (Reg. No. 3394792), VINYL SOUL (Reg. No. 4091396), VINYL FLASHBACK 

(Reg. No. 4563623) and VINYL FRIDAY (Reg. No. 4979892). See Exhibit A. In fact, VINYL 

PINUPS (Reg. No. 4158351), VINYL CAFÉ (Reg. No. 3394792), VINYL SOUL (Reg. No. 

4091396), VINYL FLASHBACK (Reg. No. 4563623) and VINYL FRIDAY (Reg. No. 
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4979892) are used in connection with services far more similar to the services offered under the 

Opposer`s registrations than Applicant`s services are to Opposer`s services. See Exhibt A. 

Applicant’s registration, therefore, will not create any new injuries nor will it increase any pre-

established injuries to Opposer’s mark. 

 3. Applicant hereby gives notice that it may rely on other defenses that may become 

available or appear during discovery, and hereby reserves it right to amend this Answer to assert 

any such defenses.  

 WHEREFORE, Applicant prays that the Trademark Trial and Appeal Board deny the 

Opposition and permit registration of Applicant’s proposed mark in Application Serial Number 

86715985 in the United States Patent and Trademark Office.   

 

       Respectful submitted,  

September 13, 2016     By: /s/ Daliah Saper  
       Daliah Saper  
       Saper Law Offices, LLC 
       505 N. LaSalle Suite 350 
       Chicago, Illinois 60654 
              (312) 527-4100 
       ds@saperlaw.com 
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CERTIFICATE OF SERVICE 

I hereby certify that the foregoing ANSWER TO NOTICE OF OPPOSITION was served on 
Counsel for Opposer via electronic mail to the email addresses below: 

 
Jill M. Pietrini 

jpietrini@sheppardmullin.com 
Benjamin O. Aigboboh 

baigboboh@sheppardmullin.com 
SHEPPARD MULLIN RICHTER & HAMPTON LLP  

1901 Avenue of the Stars, Suite 1600 
Los Angeles, California 90067-6017 

(310) 228-3700 
 
Date: September 13, 2016      By: Daliah Saper  
         Saper Law Offices, LLC 
         505 N. LaSalle Suite 350 
         Chicago, Illinois 60654 
                (312) 527-4100 
         dsaper@saperlaw.com 
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